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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of makine 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1,6-8, 13-15, 18-20, 23-24 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Specifically, in claim 1, lines 4-14, the description of the details of the honeycomb 
structure is nowhere disclosed in the original specification. 

For example, it is unclear as to what is intended by "substantially equal in size" or 
"substantially constant" as the size of the air vents 4 appears to get smaller toward the case 6 and 
therefore the wave height appears to get smaller toward the case. It is unclear as to what intended 
by "outwardly" or "inwardly" as the orientation is dependent on the portion of the wave plate, 
the crest or the valley of the corrugation. With respect to the phrase of "uninterrupted planar 
surfaces", since applicants are relying on the drawings only in describing the structure of the 
carrier, it is unclear from the drawings to determine if the plates form uninterrupted planar 
surfaces. It should be noted that any negative limitation or exclusionary proviso must have basis 
in the original disclosure. The mere absence of a positive recitation is not a basis for an 
exclusion. See the remaining claims 8, 15, 20 likewise. 
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Claim Objections 

3. Claim 20 is objected to because of the following informalities: "1 .20wt%" should be 
changed to - 1 .20 wt%- . 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner m which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. Claims 1, 6-8, 13-15, 18-20, 23-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Whittenberger et al (5,651,906) in view of Kohno et al (5,653,825), Arai et al 
(5,151,254), either Bullock et al (4,810,588) or Hitachi et al (5,177,960) and either Toyoda et al 
(5,336,472) or Maus (4,713,361). 

Whittenberger et al disclose a catalytic converter comprising: 

a honeycomb structure shaped in a cylindrical form, said honeycomb structure having a 
plurality of channels (i.e. air vents) extending in an axial direction thereof; and 
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a cylindrical case covering an outer peripheral surface of the honeycomb structure 
wherein the case is composed of stainless steel. 

The apparatus of Whittenberger et al is substantially the same as that of the instant 
claims, but fails to disclose whether the stainless steel case may be ferritic stainless steel case 
containing Mo. 

However, Kohno et al disclose the conventionality of using ferritic stainless steel 
containing Mo of less than or equal to 2% for constructing converter housing due to its 
excellency in stress corrosion cracking resistance. 

It would have been obvious to one having ordinary skill in the art to use the ferritic 
stainless steel containing Mo as taught by Kohno et al as an alternate material for the converter 
housing in the apparatus of Whittenberger et al for an improved stress corrosion cracking 
resistance and since use of such is conventional and no cause for patentability here. 

Since Kohno et al discloses the stainless steel containing Mo of less than or equal 2%, 
such range overlaps the range of 0.3 to 2% recited in the instant claim. 

Selecting the Mo range from 2-2.5% is within the purview of one having ordinary skill in 
the art during routine experimentation and optimization of the system. 

Since the modified apparatus of Whittenberger discloses stainless steel for both casing 
and honeycomb structure, both casing and honeycomb structure inherently have the same 
coefficient of linear expansions as that of the instant claims. 

With respect to the "substantially equal in size" of the air vents and the "constant wave 
height", Toyoda et al (Fig. IB) recognizes the conventionality of providing a honeycomb 
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structure having air vents of equal size. Similar, Maus discloses provision of a honeycomb 
structure having air vents of equal size. 

It would have been obvious to one having ordinary skill in the art to alternately construct 
the honeycomb structure of Whittenberger et al with air vents of equal size as recognized by 
Toyoda et al or Maus, since such is conventional in the art which is no cause for patentability 
here and since such a modification would have involved a mere change in the shape and size of 
the air vents. A change in shape is generally recognized as being within the level of ordinary 
skill in the art, absence showing any unexpected results. In re Dailey, 357 F.2d 669, 149 USPQ 
47 (CCPA 1966). A change in size is generally recognized as being within the level of ordinary 
skill in the art. 

With respect to outermost air vent, Toyoda et al and Maus disclose the conventionality of 
providing the catalytic honeycomb carrier in which the outermost air vents of the catalytic carrier 
are formed by cooperation of an entire surface of the case and a waved plate of the honeycomb 
carrier (note the Figure in Maus and col. 5, line 19-23 in Toyoda et al). 

It would have been obvious matter of design choice to alternately locate the waved plate 
at the outermost surface since such a modification would have involved a mere substitution of 
known equivalent structures as evidenced by Toyoda et al and Maus. A substitution of known 
equivalent structures is generally recognized as being within the level of ordinary skill in the art. 
In re Fout 213 USPQ 532 (CCPA 1982); In re Susi 169 USPQ 423 (CCPA 1971); In re 
Siebentritt 152 USPQ 618 (CCPA 1967); In re Ruff\\% USPQ 343 (CCPA 1958). 
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With respect to the limitation of a catalyst layer formed on an inner surface of the case, 
Arai et al discloses provision of coating a catalyst layer on the inside surface of the casing (col. 
6, lines 39-42). 

It would have been obvious to one having ordinary skill in the art to coat the catalyst 

layer on the inside surface of the casing of Whittenberger et al so as to increase the exhaust gas 

cleaning effect as taught Arai et al. 

Since Whittenberger et al discloses that the honeycomb structure and the casing are 

formed of stainless steel, apparently the structure and the casing will have a reduced linear 

expansion during warm up and use as that of the instant claims. 

With respect to the specific wave type, Hitachi et al recognizes the conventionality of 
providing a honeycomb having wave plates and base plates, the waved plates may have 
trapezoidal shape, in which first sections that are substantially flat and each of the base plates 
having an inner surface and an outer surface being disposed against the first flat sections of 
adjoining ones of the waved plates located inwardly and outwardly thereof, respectively; the 
waved plates also having second sections extending outwardly from one of the base plates to the 
base plate immediately adjacent thereto; wherein the second sections of the waved plates are 
uninterrupted planar surfaces extending an axial direction from one end of the carrier to another, 
thus forming the air vent as uninterrupted passages from one end of the carrier to the other end 
(Fig. 3). 

Similarly, Bullock et al discloses the conventionality of providing a honeycomb having 
wave plates and base plates, the waved plates may have trapezoidal shape with all of the details 
as set forth above. 
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It would have been obvious to one having ordinary skill in the art to select an appropriate 
wave type for the waved plates in the modified honeycomb of Whittenberger et al as taught by 
Hitachi et al or Bullock et al for the known and expected results of obtaining the same results in 
the absence of unexpected results and since such a modification would have involved a mere 
substitution of known equivalent structures as evidenced by Hitachi et al or Bullock et al. A 
substitution of known equivalent structures is generally recognized as being within the level of 
ordinary skill in the art. In re Font 213 USPQ 532 (CCPA 1982); In re Susi 169 USPQ 423 
(CCPA 1971); In re Siebentritt 152 USPQ 618 (CCPA 1967); In re Ruff 118 USPQ 343 (CCPA 
1958). 

7. Claims 1, 6-8, 13-15, 18-20, 23-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Honma (5,323,608) in view of Kohno et al (5,653,825), Arai et al (5,151,254), 
either Bullock et al (4,810,588) or Hitachi et al (5,177,960) and either Toyoda et al (5,336,472) 
or Maus (4,713,361). 

Honma discloses a catalytic converter comprising: 

a stainless steel honeycomb structure 14 shaped in a cylindrical form, said honeycomb 
structure having a plurality of channels (i.e. air vents) extending in an axial direction thereof; and 

a cylindrical case 12 covering an outer peripheral surface of the honeycomb structure 
wherein the case is composed of stainless steel (col. 2, line 58 to col. 3, line 30). 

The apparatus of Honma is substantially the same as that of the instant claims, but fails to 
disclose whether the stainless steel case may be ferritic stainless steel case containing Mo. 

The same comments with respect to Kohno et al, Arai et al, Bullock et al, Hitachi et al, 
Toyoda et al, and Maus apply. 
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Response to Arguments 
8. Applicant's arguments with respect to claims 1, 6-8, 13-15, 18-20, 23-24 have been 
considered but are moot in view of the new ground(s) of rejection. 

Applicants argue that the full support for the honeycomb structure having alternate waved 
plates and base plates with all of the details therein can be seen in Figs. 1-2. Such contention is 
not persuasive as set forth in the 1 12 rejection above, it is difficult from the drawings to 
determine if the plates form uninterrupted planar surfaces, or the air vents are substantially equal 
in size and the wave height of the wave plates are substantially constant. Note that in Fig. 1, the 
air vents and the wave height of the wave plates are getting smaller towards the casing 6. 

Applicants argue that neither Kohno et al nor Arai et al teach about the size of the air 
vents or the flat sections of the wave plates or the constant wave height. Such contention is not 
persuasive as the references of Toyoda et al and Maus are relied upon for such teaching. 

Applicants argue that Toyoda et al cannot be combined with Whittenberger et al, Kohno 
et al, Arai et al since Toyoda et al discloses two flat plates used in a pair between each 
corrugated plate. Such contention is not persuasive although Toyoda et al discloses two flat 
plates used in a pair between each corrugated plate, Toyoda et al also recognizes the use of a 
honeycomb structure having air vents of equal size is known in the art as shown in Fig. IB. 

Applicants argue that the outermost air vents of Maus are formed outside the case and 
thus cannot cooperate with an inner surface of the case as set forth in instant claims and the wave 
plates in Maus are not formed with flat sections and therefore cannot be combined with other 
prior art. Such contention is not persuasive as Maus discloses two honeycomb structures. The 
inner honeycomb structure, which is coated with catalyst layer, has the outermost air vents being 
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formed by cooperation of an entire surface of the case and a waved plate of the inner honeycomb 
carrier (col. 2, line 62 to col. 3, line 5). Whether the wave plates in Maus are not formed with flat 
sections is irrelevant as the other references, Hitachi et al and Bullock et al, are relied upon for 
such teaching. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hien Tran whose telephone number is (571) 272-1454. The 
examiner can normally be reached on Tuesday-Friday from 7:30AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Hien Tran 

5; , Primary Examiner 

November 9, 2004 Art Unit 1?64 



